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DETAILED ACTION 
Double Patenting 

1. A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

2. Claims 5 and 6 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1 and 2 of prior U.S. Patent No. 6,697,462. This is 
a double patenting rejection. 


3. The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so 
as to prevent the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one 
examined application claim is not patentably distinct from the reference 
claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims 
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an invention made as a result of activities undertaken within the scope of a 
joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

4. Claims 1 and 17 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 and 5 of U.S. Patent 
No. 6,697,462 B2. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because claims in the present 
application are broader than the ones in the patent, In re Van Ornum and 
Stang, 214 USPQ 761. For example, claim 1 of the present application is the 
same as claim 1 of the patent except that it does not recite steps g and h. 
Therefore, claim 1 of the present application is broader than claim 1 of the 
patent. Claim 17 of the present application is the same as claim 5 of the 
patent except that it does not recite "a counter adapted to, for each sender 
encountered by the system, counting the number of communications by the 
sender which are rejected by the recipient." Therefore, claim 17 of the present 
application is broader than claim 5 of the patent. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
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or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

6. Claims 1-4, 7-13, 15-20, 23-31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Abkemeier (US 2003/0023736 Al). 

Regarding claims 1, 17, Abkemeier discloses a method of regulating 
electronic communications, said method comprising the steps of: 

a) receiving a communication from a sender for a designated recipient 
(Recipient's Message Processing Equipment 25 receives an electronic message 
from sender 10; Figure 4, step 42); 

b) comparing sender identity indicia attached to said communication 
with stored sender identity indicia in a database under the control of said 
recipient (Authorization Filter determines if the message is authorized by 
comparing with a sender-based whitelist defined and managed by the 
individual message recipient; Figure 4, step 43; paragraphs 35-36); 

c) presenting said communication to said recipient for acceptance or 
rejection, when said sender identity indicia is determined to be acceptable in 
step b) (message is delivered by the authorization filter for receipt by the 
recipient when the message is determined to be authorized; Figure 4, step 45); 

d) sending a return message to said sender indicating that a bond must 
be posted when said sender identity indicia is not determined to be acceptable 
in step b), and that money associated with said bond shall be forfeited if said 
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communication is presented to said recipient and said recipient rejects said 
communication (if the message is determined to be unauthorized, an 
unauthorized message notification is returned to the sender as well as a 
notification of authorization terms which could require a deposit of money in 
an escrow account, the money being forfeited when the recipient chooses not to 
grant authorization; Figure 4, steps 47 and 52; paragraphs 59, 66); 

e) dissolving said bond when said recipient accepts said communication 
(escrow items are generally returned to those senders grated authorization by 
the recipient; paragraph 66, last sentence); 

f) causing the money associated with said bond to be forfeited when said 
recipient rejects said communication (escrow items are kept from those senders 
not granted authorization by the recipient; paragraph 66, last sentence). 

Regarding claims 2, 18, the escrow proceeds can be provided to an 
independent third party designated by the recipient, such as a school, a 
charity, etc. (paragraph 74, last sentence). 

Regarding claims 3, 19, communication can take place via a WAN 
(paragraph 46). 

Regarding claims 4, 20, the amount of money is set by the individual 
message receiver (paragraph 59, lines 15-16; paragraph 67, last sentence). 

Regarding claims 7-11, 23-27, the communication can be any type of 
communication including email, instant messaging, real-time voice 
communication, etc. (paragraph 74). 
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Regarding claims 12, 28, a sender can immediately request authorization 
without waiting to get a notification that they are unauthorized (Figure 5; 
paragraph 67). 

Regarding claims 13, 29, Abkemeier provides for various whitelist filters 
which would result in message delivery (paragraph 39). 

Regarding claims 15-16, 30-31, the escrow process can take place at the 
email service provider or a separate company which will only handle the escrow 
process (paragraph 74). 

7. Claims 32-35 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Landesmann (US 2005/0144244 Al). 

Regarding claims 32 and 34, Landesmann discloses a method of 
regulating electronic communications, said method comprising the steps of: 

receiving a communication from a sender for a designated recipient 
(sender sends email for a designated recipient via an intermediary email box 
system; Figure 2, step 200); 

if said communication is accompanied by a posted bond (sender sends 
email with a deposit; Figure 2, step 204), the amount of which is specified by 
said recipient (during setup, recipient selects the deposit threshold; Figure 3, 
step 320; paragraph 75), the recipient providing a guarantee that said 
communication will be accepted (when the deposit has been verified and equals 
or exceeds the pre-set threshold, the message is sent to the primary inbox of 
the recipient and opened by the recipient; Figure 2, steps 220, 240, 250). 


Application/Control Number: 10/784,369 Page 7 

Art Unit: 2643 

Regarding claims 33 and 35, communication can take place between 
telephones (paragraph 52). 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

9. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Abkemeier in view of Council et al. (US 6,587,550 B2, hereinafter "Council"). 

Abkemeier differs from claim 14 in that it does not teach enabling a 
recipient to declare himself/ herself willing to receive commercial 
communications from senders approved by the system and paying a recipient 
who agrees to receive said commercial communications a fee from said sender. 
However, Council, from the same field of endeavor, teaches the desirability of 
allowing email communications from authorized sending parties with whom an 
agreement to an advertising fee is made (see claim 13) such that it would have 
been obvious to an artisan of ordinary skill to incorporate such receipt of 
commercial messages in exchange for advertising fees, as taught by Council, 
within the method of Abkemeier so that email recipients can choose to receive 
commercial messages from select advertisers and be monetarily compensated. 
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10. Claims 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Abkemeier in view of Landesmann. 

Abkemeier differs from claim 2 1 in that it does not teach the deposit 
expiring after a predetermined time. However, Landesmann, from the same 
field of endeavor, teaches the desirability of an expiration date (paragraph 62) 
such that it would have been obvious to an artisan of ordinary skill to 
incorporate such use of an expiration date, as taught by Landesmann, within 
the method of Abkemeier in order to restrict the time period during which a 
deposit can be accepted or declined. 

Abkemeier differs from claim 22 in that it does not specify transmitting a 
confirmation message to a recipient. However, Landesmann teaches the 
desirability of sending a confirmation message which indicates whether or not 
the deposit has been returned or accepted (paragraph 72) such that it would 
have been obvious to an artisan of ordinary skill to incorporate such 
transmission of a confirmation message, as taught by Landesmann, within the 
the method of Abkemeier. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. Kanaya, Council (US 6,192,114), Council (US 
6,483,910) and Partridge, III show other relevant systems which require 
payment for receiving communications. 
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12. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Stella L. Woo whose telephone number 
is (571) 272-7512. The examiner can normally be reached on Monday-Friday, 
8:00 a.m. to 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Curtis Kuntz can be reached on (571) 272-7499. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 


9197 (toll-free). 



Stella L. Woo 
Primary Examiner 
Art Unit 2643 


